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REMARKS 

Claims 1-10 and 14-16 are now pending. Claims 11-13 have been deleted without 
prejudice or disclaimer. Claim 1 has been amended to clarify that the disturbing compound is 
capable of inhibiting the test leading to a false positive result absent said inactivation step. Support 
for this amendment is found, for example, at page 2, lines 19-20 and at page 4, lines 19-20 of the 
present application. 

Applicants traverse the rejection of claim 1 and its dependent claims 2-10 and 14-16 as 
allegedly indefinite under 35 U.S.C. § 1 12, second paragraph. The Office repeated the rejection in 
the prior Office action relating to the phrase "any natural disturbing compound." Claim 1 has been 
amended to indicate that the disturbing compound is capable of inhibiting the test, which may lead 
to a false positive result without the activating step as described. Thus, it is respectfully submitted 
that this rejection may be removed. 

With respect to the double patenting rejection, applicants respectfully request the 
deferral of the obviousness-type double patenting rejection until the present application is otherwise 
placed in condition for allowance. 

Applicants traverse the rejection of claims 1-12 and 14-16 under 35 U.S.C. § 102(b) as 
being anticipated by Charm. Claims 11-12 have been deleted and thus the rejection is moot as to 
these claims. With regard to the remaining rejected claims, the issue here appears to be the order of 
the steps disclosed in Charm, which respectfully does not suggest the order of the steps as claimed. 
Particularly, on page 7 of the action, the Office points to column 3, lines 52-53 of Charm for a 
teaching that the test and sample are heated together; however, the Office appears to ignore that this 
step takes place after the inhibitors are destroyed. Please see column 3, lines 34-35 of Charm, 
which discloses the inactivation of the inhibitors, and column 3, line 46 of Charm, which indicates 
that "thereafter" the sample and the test are further heated. Thus, it appears that the Office is 
suggesting, improperly, that heating a sample that may not contain any natural disturbing 
compounds suggests the inactivating step as claimed which requires inactivating any natural 
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disturbing compound. It is respectfully submitted that Charm does not teach or suggest the 
inactivating step as claimed and, thus, Charm does not anticipate the present claims. 

Applicants traverse the rejection of claims 1, 5, 7-9, and 1 1 as allegedly anticipated by 
EP '792. Claim 1 1 has been deleted and thus the rejection is moot as to this claim. With regard to 
the remaining rejected claims, the Office has not addressed the argument applicants made in the 
prior response. Particularly, this reference does not disclose an inactivating step performed using a 
combination of the sample and test. Column 4, lines 10-1 1 of EP '792 discusses preheating the 
milk sample, allegedly to inactivate inhibitors therein. Without a teaching or suggestion in the cited 
reference of all of the steps as claimed, however, the anticipation rejection must be withdrawn. 
Such action is requested. 

The Examiner made a new ground of rejection of claims 1-3,5, 8-12, and 16 under 35 
U.S.C. § 102(b) as allegedly anticipated by EP '891. This rejection has been mooted with respect to 
canceled claims 11-12. This rejection is otherwise traversed. The present claims require 
inactivating any natural disturbing compound followed by incubating the contacted sample and test. 
In contrast, EP 6 891 appears to disclose incubating the sample and test, but there is no inactivating 
step present. In fact, the Office indicated in the sentence bridging pages 9 and 10 of the Office 
action with respect to the obviousness rejection that this reference "does not disclose heating the 
sample before adding the indicator microorganism to destroy natural inhibitors in the sample." The 
Office has not pointed to a disclosure that teaches or suggests inactivating followed by incubating as 
claimed, and thus all of the elements of the present claims are not found in this reference. 
Therefore, withdrawal of this rejection is respectfully requested. 

The Examiner introduced another new ground of rejection of claims 1-3, 5-6, 8-12, and 
16 under 35 U.S.C. § 102(b) as allegedly anticipated by Lameris. This rejection as to canceled 
claims 1 1-12 is moot. Applicants otherwise traverse this rejection. This reference discloses in 
column 4, lines 28-30 that the inhibitors do not diffuse into the agar. However, such lack of 
diffusion is not equivalent nor does it suggest the inactivating steps claimed. The Examiner alleges 
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that "preheating the sample before adding it to the test is possible but not required." In fact, 
Lameris, in column 4, lines 33-36, suggests that "pretreatment of the milk to inactivate the 
inhibitors is normally not necessary." Neither the Office's allegation nor Lameris's disclosure refer 
to a sample and test that are processed to inactivate any natural disturbing compound therein. 
Therefore, this reference does not anticipate the claimed invention. 

Applicants traverse the rejection of claims 1-12 and 14-16 under 35 U.S. C. § 103 as 
allegedly obvious over EP 4 891 in view of Charm. This rejection is moot with respect to canceled 
claims 1 1-12. Regarding the remaining rejected claims, the arguments above are incorporated here. 
Based on these arguments alone, it is respectfully submitted that the obviousness rejection does not 
stand. However, the Office indicated on page 10 of the Office action that Charm discloses "pre- 
heating the sample to a temperature sufficiently high to destroy natural inhibitors" (emphasis 
added). Even if this is true, one still does not arrive at the claimed invention of inactivating any 
natural disturbing compound present in the sample and test. Also, as an aside, in one confusing 
aspect of the rejection, in the paragraph bridging pages 10 and 1 1 of the action, the Examiner 
discusses Lameris, which was cited in the anticipation rejection, but was not cited in the 
obviousness rejection. It is not clear why the Examiner mentioned the Lameris reference here. 
Clarification is respectfully requested. 

Applicants submit that the present case is in condition for allowance. If the Examiner is 
not convinced by applicants' arguments made herein, she is kindly requested to telephone the 
undersigned to arrange a telephonic interview. 
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In the event the U.S. Patent and Trademark Office determines that an extension and/or 
other relief is required, applicants petition for any required relief including extensions of time and 
authorizes the Commissioner to charge the cost of such petitions and/or other fees due in connection 
with the filing of this document to Deposit Account No. 03-1952 referencing docket no. 
246152016900. However, the Commissioner is not authorized to charge the cost of the issue fee to 
the Deposit Account. 



Dated: S 



Respectfully submitted, 




Rdg&tration No.: 39,183 
MORRISON & FOERSTER LLP 
381 1 Valley Centre Drive, Suite 500 
San Diego, California 92130 
(858) 720-5195 
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